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Geographical Indications and
Trademarks: space for coexis-
tence as an equitable solution

Elena Tiberti

This Article examines potential conflicts between Geo-
graphical Indications (GIs) and trademarks. These per-
ceived conflicts between rights protected under these two
related but distinct classes of Intellectual Property Rights
(IPRs) is at the core of the international debate on the
proper protection of GIs. The first section of the article sets
out the background to the conflict and explains the current
state of the law. The article then examines the ways con-
flicts are managed in the European Union (EU) and the
United States Of America (US). These positions are of par-
ticular interest as the positions of the EU, which tends to
precedence GIs and the US, which tends to give prece-
dence to trademarks, are at the core of the international
debate. The article shows however that courts in both the
EU and the US have allowed the coexistence of both forms
of IP. This is in line with a WTO Panel decision which, it
can be argued, gave coexistence a qualified green light.
The articles concludes that coexistence should be en-
dorsed as the most equitable and legally sound solution for
any conflicts between GIs and trademarks but leaves open
the question as to whether specific new rules are required.   

1.- The Conflict

Even if both GIs and trademarks are employed with the
purpose of building reputation and goodwill, there are im-
portant differences between these two forms of intellectual
property1.
The term ‘Geographical Indications’ (GIs) entered the ter-
minology of international intellectual property (IP) law by its
inclusion in the Agreement on the Trade-Related Aspects
of Intellectual Property Rights (TRIPS) of the World Trade
Organization (WTO), signed as part of the Uruguay Round
in 1994. TRIPS indicates GIs as a separate branch of intel-
lectual property. As a consequence GIs are entitled to
worldwide protection by virtue of the agreement. GIs have
three basic functions2. They provide information about: the

name of a product; the geographical origin of the product;
a given quality, reputation, or characteristics attributable to
a geographical area. The use of a geographical indication
permits the consumer to associate a name or other sign to
directly unobservable attributes of a product. GIs are in-
struments of Public Law since each and every producer
which is located in the area to which the geographical indi-
cation refers and which products meet certain quality stan-
dards or other requirements, has the right to use the said
indication for the products originating in the said area. A GI
appreciated in the market represents an advantage for pro-
ducers authorized to use it, since it creates accumulated
goodwill. Without such protection, it would be hard for such
producers to benefit from maintaining the quality or other
properties of their products and they would have limited in-
centive to invest for that purpose. 
Countries protect GIs in different ways. An indication can
be protected at the international level through bilateral
agreements, multilateral treaties, or other agreements, or
on the national level, through legislation or jurisprudence.
At the international level the TRIPS Agreement provided
the ‘minimum’ standards of protection for GIs in all WTO
Members and requires national laws to support that protec-
tion. It creates a two-level system of protection: the basic
protection applicable to GIs associated with all products in
general; and additional protection applicable only for GIs
denominating wines and spirits. Article 1.1 of the TRIPS
Agreement leaves it up to the Members to establish the ap-
propriate method of implementing the provisions of the
Agreement (including the provisions on GIs) within their
own legal framework. Various are the modalities that have
been developed in national law for the protection of GIs: for
instance, the protection for geographical indications avail-
able in the U.S. is conferred in a variety of ways, including
unfair competition law, federal (such as trademark law) and
state statutes and regulations. In other countries, such as
the EU, there are also sui generis regulations especially for
GIs in the foodstuffs, wines and spirit sectors3.
Trademarks are signs, which are used in order to distin-
guish the goods or services of one undertaking from the
goods or services of another undertaking. The main func-
tion of a trademark (although not the only one) is to distin-
guish the goods and/or services for which the trademark is
used. Only trademarks that are distinctive can perform that
function. The TRIPS Agreement does not give any indica-
tion under what circumstances a sign has to be considered
distinctive in respect of certain goods or services.  Howev-
er, it is commonly accepted that, in order to be considered
distinctive, signs used as trademarks must not be descrip-

(1) The information used in  this section draws heavily on WIPO, ‘Standing Committee on the Law of Trademarks, Industrial Designs
and Geographical Indications’, Fifth Session, Geneva, 11-15 September 2000.
(2) See, e.g., F. Givers, Conflicts Between Trademarks and Geographical Indications. The point of View of the international Association
for the Protection of Industrial Property (AIPPI), Symposium on the International Protection of Geographical Indications, Melbourne, 5-6
April, (1995: Geneva, WIPO), pp. 148-9.
(3) The EU is currently considering introducing a single GI sui generis system for non agricultural GIs.
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tive or deceptive. Even if trademarks are intended to repre-
sent interests that go beyond those of the single producer,
they have to be considered instruments of Private Law
since quality inspections are organized within the company,
the owner has the exclusive right on the sign and is entitled
to prevent unauthorized parties from using that trademark,
which is identical or confusingly similar for goods or servic-
es identical or similar to those for which the trademark is
protected.
GIs and trademarks are different legal categories of distinc-
tive signs.  Conflicts as to the right to the exclusive use of a
distinctive sign usually arise where there are different par-
ties claiming entitlement to such use.  There are various
mechanisms designed to avoid conflicts.  The principle of
territoriality means that identical trademarks used for iden-
tical goods or services can coexist in different territories.
However, the globalization of trade lead to a significant
erosion of the principle of territoriality and calls for new so-
lutions.  The principle of specialty means that similar or
identical trademarks can coexist as long as they are used
on different goods or services.  Under the principle of prior-
ity, the exclusive right to a trademark is attributed to the
first who registered or used it. These principles are supple-
mented by rules that allow honest and concurrent use of
trademarks, or the use of family names, usually to the ex-
tent that such use is not misleading or deceptive. Different
from trademarks, GIs are not arbitrarily chosen, but refer to
a specific geographical area in relation to the products that
originate there from.  It is possible that different geographi-
cal regions have the same name and are the place of ori-
gin for the same kind of products.  A conflict of such nature
would be a problem of homonymous geographical indica-
tions, a theme that the Article does not analyse. 
The situation is different where different parties use one
and the same sign as a trademark and as a GI for the
same product.  What needs to be determined is who
should be entitled to use that sign, what should be the con-
ditions of such use and if one right should prevail over the
other or should both rights coexist.
As GIs and trademarks are protected in different ways
within the different countries, this creates space for differ-
ent solutions for a possible conflict between them. Coun-
tries protecting GIs under sui generis legislation create the
possibility for subsequent GIs to prevail over prior trade-
mark, and in certain circumstances coexistence between
the two rights is envisaged. Countries protecting GIs within
their trademark regimes tend to favour the ‘First in Time,
First in Right’ principle which affords protection to the first
sign registered whether trademark or GI. For the purpose
of this Article the legislation of EU and the U.S. will be

analysed, as their positions are at the opposite side of the
spectrum in the international debate on the protection of
GIs. 

2.- EU protects GIs through a sui generis system. Three
different schemes exist: for agricultural products, for wines
and for spirits.  

Regulation (EU) No 1151/20124 deals with possible cases
where conflict could arise between a trademark and a geo-
graphical name, seeking to strike the right balance be-
tween both IP rights. Conflicts arising when a trademark
that includes a geographical name clashes with a protect-
ed GI or a protected designation of origin are regulated in
Article 14 that distinguishes between three situations: the
simplest case is the first one, referred to in Article 14.1.
Any application for a conflicting trademark for the same
type of product made after the date of application for pro-
tection of the geographical name at EU level will be re-
fused. In this case, the regulation gives priority to the geo-
graphical name. The second case, referred to in Article
14.2, provides for coexistence in certain cases. However, a
conflicting trademark can only continue to be used, in ac-
cordance with EU law, if: 
- the trademark was applied for, registered or established
by use in good faith before the date of protection in the
country of origin or the date of submission to the Commis-
sion of the application for registration of the protected geo-
graphical indication or protected designation of origin; 
- there are no grounds for invalidity or revocation of the
trademark under applicable EU legislation.
The third case is different. As a general rule, under the EU
regime, the registration of a conflicting trademark does not
prevent registration of the geographical name as a GI. On-
ly in one circumstance, referred to in Article 14.3, is the ap-
plication to register the geographical name refused. This is
if, in the light of the trademark’s reputation and renown and
the length of time it has been used, registration of a geo-
graphical name would be liable to mislead the consumer
as to the true identity of the product. In all other cases, the
name can be registered notwithstanding the existence of
the registered trademark.
In the common wine market regulations, the conflict be-
tween trademarks and wine GIs are also resolved by way
of giving supremacy to GIs. According to the Wine Regula-
tion5, an identical or similar trademark to a wine GI may not
be used for wines or other beverages if they are likely to
confuse or mislead consumers as to the nature, composi-
tion, origin or characteristics of the product. In other words,

(4) Regulation (EU) No 1151/2012 of the European Parliament and of the Council of 21 November 2012 on quality schemes for agricul-
tural products and foodstuffs on the protection of Geographical Indications and Designation of Origin for agricultural products and food-
stuffs.
(5) Council Regulation (EC) No 479/2008 of 29 April 2008 on the common organization of the market in wine.
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if there is a likelihood of confusion by the consumers be-
tween a trademark and a GI, the trademark cannot be
used. On the other hand, even if consumers believe a
product bearing a GI to be a product of a certain producer,
this trademark cannot be invoked against the use of the GI
on wines that are eligible to use it.  An exception is made
for well-known registered trademarks for wine. Such a
trademark may continue to be used, provided that it was
registered 25 years before the GI was recognised in the
country of origin and it has been used without interruption
and corresponds to the identity of its original holder or
provider of the name.6

GIs, as they are known in EU, are not well understood in
the U.S. Currently, the U.S. uses its administrative trade-
mark structure to register GIs, rather than using a sui
generis system. The ratio behind this type of protection is
that GIs are viewed as a subset of trademarks. The same
governmental authority, the United States Patent and
Trademark Office (USPTO), processes applications for GIs
and other types of intellectual property.
The U.S. trademark/GI system provides the trademark or
GI owner with the exclusive right to prevent the use of the
mark/GI by unauthorized parties when such use would like-
ly cause consumer confusion, mistake or  deception as to
the source of the goods/services.  In this way, a prior right
holder has priority and exclusivity over any later users of
the same or similar sign on the same, similar, related, or in
some cases unrelated goods/services where consumers
would likely be confused by the two uses. This is what is
commonly called the ‘First in Time, First in Rights (FITFIR)
Principle’. 
The FITFIR principle represents the official U.S. position on
the conflicts between trademarks and GIs. This Principle is
endorsed, for instance, in a series of Free Trade Agree-
ments (FTAs). The US-Chile FTA applies the principle stat-
ing that ‘In general, we applaud the application of the “FIT-
FIR” principle to trademarks and geographical indications.
This may serve as a useful precedent’7 The US-Australia
FTA clearly applies this principle in Article 17.2(4): ‘Each
Party shall provide that the owner of a registered mark

shall have the exclusive right to prevent all third parties not
having the owners’ consent from using in the course of
trade identical or similar signs, including geographical indi-
cations, for goods or services that are related to those
goods or services in respect of which the owner’s mark is
registered, where such use would result in a likelihood of

confusion’8

3.- Space for Coexistence

The different perspectives of EU, which tends to give
precedence GIs, and the U.S., which tends to give prece-
dence to trademarks could be easily considered inconsis-
tent, but this Article aims to demonstrate that a point of
connection between the different perspectives is yet be
reached: the coexistence of a trademark with a GI had
found space in both nationals and international courts as a
solution for conflicts between these two types of IPR and
could be fairly considered the most reliable way to follow in
the finding of an area of compromise in the international
debate. 
The EU clearly establishes the possibility of the coexistence
between trademarks and GIs. The European Court of Jus-
tice (EJC) expressed itself on the matter in the 2009 case
of Bavaria NV and Bavaria Italia S.r.l v Bayerischer Brauer-
bund9 holding that prior registered trademarks may coexist
with the subsequently registered GI. The cases involved the
Dutch company Brauerei Bavaria NV, one of the biggest
producers of beer, that used the designation ‘Bavaria’ since
1925, and became the proprietor and the user of many in-
ternational trademarks, which contained, together with oth-
er expressions or figurative elements, the name ‘Bavaria’.
In 2001, Bayerischer Brauerbund, a long standing associa-
tion of Bavarian brewers10 registered the GI ‘Bayerisches
Bier’ to the Bayerische Brauerbund eV (the Bavarian Brew-
ers Association) of Munich.11 After the registration the
Bavarian Brewers’ Association proceeded against Bavaria
NV in Italy, seeking to prevent the Dutch company from us-
ing the designation ‘Bavaria’ in that country. The Turin Court

(6) This provision goes also under the name ‘Lex Torres’ as it was introduced to solve the conflict concerning the ‘Torres’ trademark: a
Spanish undertaking, Miguel Torres SA was the proprietor of TORRES in Portugal since 1962. Subsequently, in the 1990s the Por-
tuguese government registered ‘Torres’ and ‘Torres Vedra’ as GIs, pursuant to Regulation 2392/89 on wine labelling, for a valley north
of Lisbon which the government claimed was a traditional wine growing region. The consequence of this would have been the cancella-
tion of the trademark. After intensive lobbying the European Commission amended the Regulation so that the trademarks were allowed
to coexist with wine from the Torres Vedras region.
(7)The US-Chile FTA Report of the Industry Sector Advisory Committee on Consumer Goods (ISAC-4) February 2003 at Para V(c).
(8) Australia – United States Free Trade Agreement (AUSFTA), 18 May 2004.
(9) Case C-343/07 Bavaria NV and Bavaria Italia S.r.l v Bayerischer Brauerbund , ECJ, 2 July 2009.
(10)The statutes of the Bavarian Brewers Association (Bayerischer Brauerbund) dated back to 1917; and it had been the proprietor of
the registered collective trademarks ‘Bayrisch Bier’ and ‘Bayerisches Bier’ since 1968.
(11) Art 1 of Regulation (EC) No. 1347/2001 registered the name ‘Bayerisches Bier’ as a PGI and recital 3 in the preamble to that Regu-
lation stated that PGI and the trademark ‘Bavaria’ would not misled the public as to the identity of the product, which is the standard
embodied in Art. 14(3) of the Regulation (EC) No. 2081/92.
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of Appeal, referred to the ECJ the question as to whether
the fact that the GI had been granted protection after the
registration of the trademark meant that the Dutch company
might nevertheless continue using the marks.12 In July
2009, the ECJ affirmed the principle of coexistence, holding
that trademarks of third parties in which appears the word
‘Bavaria’, that would have been registered prior to the date
on which the application for registration of the GI ‘Bay-
erischer Bier’ was filed, could continue to exist: ‘As the reg-
istration of the GI was interpreted as having no adverse im-
pact upon the validity of the ‘Bavaria’ trademarks, coexis-
tence as provided for in Article 14(2) of former Regulation
(EEC) No.2081/92 of 14 July 1992, could continue’. 
In this case, the ECJ affirmed the possibility of coexistence
between these GIs and trademarks, establishing that the
mere existence of marks in the market which incorporates
the geographical name is not an indicator that the name is
unregistrable as GI. 
In the U.S. the possibility of coexistence is not envisaged: as
explained above, the U.S. protect GIs within his trademark
system and the priority principle. Despite this formal position,
however, the principle of FITFIR has been questioned in a se-
ries of cases. In Grupo Gigante S.A de C.V. v. Dallo & Co.13,
for instance, it was stated that: ‘A fundamental principle of
trademark law is first in time equals first in right. But things
get more complicated when to time we add considerations of
place, as when one user is first in time in one place while an-
other is first in time in a different place. The complexity swells
when the two places are two different countries...’
When coming to the conflict between a prior registered
trademark and a foreign GI seeking registration in the U.S.
the FITFIR principle can not clearly constitute the most eq-
uitable solution. The  ‘Parma Sausage’ Case14 concerning
attempts to register PARMA ham easily defines the limits of
the FITFIR principle. Parma Sausage Products Inc, an
U.S. corporation, registered the name PARMA BRAND and
the related design in 1969, for ham. In 1984 Consorzio del

Prosciutto di Parma (an association founded in 1963 by
producers located in Parma, Italy who manufactured this
typical ham15 and that included about 200 members
around the time of this dispute) applied for three certifica-
tion marks, ‘Parma ham’, ‘Prosciutto di Parma’ and ‘Parma’
with the ducal crown design. Based on the principle of pri-
ority, the application was rejected.16 Subsequently,  Con-
sorzio challenged the prior registered trademark arguing
that PARMA BRAND was geographically deceptive be-
cause the respondent used the mark with intent to deceive
the public into believing that its products originated in Par-
ma, Italy. The U.S. Trademark Trial and Appellation Board
(TTAB) analysis portrays the merits on each side. On the
one hand, Parma ham has been produced and commer-
cialised in Italy since the late 19th century. Attempts to es-
tablish the ham’s reputation in the U.S. however were
stopped by an unexpected obstacle as, due to an occur-
rence of African swine flu in the late 1960s, the U.S. Gov-
ernment banned the importation of pork products from Italy
since 1989. On the other hand, the respondent’s company
was started in the mid-1950s and the proprietor was an
Italian native from Parma that used the designation in hon-
our of his hometown (even if all the products were made in
the U.S. from the U.S.-sourced meat). The Board estab-
lished that the time on which geographic deceptiveness
should have been proven was the date of registration, in
this case August 26, 1969. Therefore as of this date, the
mark was not deceptive and the Board concluded that in
these circumstances, it would be more equitable to favour
the respondent. The post-script to this case is that the Con-
sorzio did manage to register their marks (see for e.g.
PROSCIUTTO DI PARMA –Reg.No.2014629- and PARMA
HAM –Reg. No. 2014628-; the basis was the use in com-
merce and incontestability after a five year period) while
the respondent’s mark continues to exist on the register
(PARMA BRAND –Reg. No. 0875721) providing de facto
coexistence. 

(12) The Bavarian Brewers Association also brought suit in Germany. A second question was referred to the ECJ, and considered con-
currently, in Case C-120/08 Bavaria NV v Bayerischer Brauerbund eV: the referring court asked whether Art.14 (1) of Regulation (EC)
No. 510/2006 applies in the case where the protected indication has been validly registered in accordance with the simplified procedure
under Art.17 of Regulation (EEC) No. 2081/92 of 14 July 1992.
(13) Grupo Gigante S.A de C.V. v. Dallo & Co. 391 F.3d 1088, 1093 (9th Cir.2004). This is a case between a large Mexican grocery
chain that has long used the mark, but not in the US, and a small American chain that was the first to use the mark in the US, but did
so, long after the Mexican chain began using it, in a locally where shoppers were familiar with the Mexican mark. The question here
was the application of a famous-mark exception to the principle of territoriality. The District Court held that the Mexican grocery was en-
titled to a declaratory judgment that it had a valid, protectable interest in the Gigante name. Nevertheless, the court held that laches (a
delay of four years in suiting for infringement the opposing company) barred the Mexican grocery from enjoining the American chain
from using the mark at their two existing stores. 
(14) Consorzio del Prosciutto di Parma v. Parma Sausage Products 23 USPQ 2d 1894 (1992 TTAB); 1992 WL 233379 (Trademark Tr. &
App. Bd.) 1.
(15) The ham’s distinctiveness is claimed to be due to the air drying technique used in this region. ‘The air here is unique, dry and sweet-
smelling with aromatic breezes from the Apennine Mountains creating perfect environmental conditions for a natural “drying” of the
hams’. See http://www.prosciuttodiparma.com/eng/geography/tradition/ last visited the 8th of January 2013.
(16) Lanham Act 1946; 15 USC §1052(d). An application will be refused if it ‘(c)onsist of or comprises a mark which so resembles a mark
registered in the Patent and Trademark Office, or a mark or trade name previously used in the U.S. by another and not abandoned, as
to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to deceive’.
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This dispute manifestly illustrates that there are often legiti-
mate interests on both sides of the divide and that despite
the official position on the relevance of the FITFIR principle,
in practice space already exist within the trademark system
to doctrinally developed safe spaces within the existing law
that permit coexistence of these different types of IPR.

4.- WTO Decisions which gave coexistence a qualified
green light in the international debate

In the 2004 WTO Case EC-Protection of Trademarks and
Geographical Indications for Agricultural Products and
Foodstuffs a WTO panel ruled in favour of the U.S. against
the EU finding that the EU’s system for registering geo-
graphical indications of EU producers made it difficult to
get protection for producers from the U.S. In many ways,
this case was the expression of continuing tensions be-
tween the EU and the U.S., as well as some other ‘New
World’ countries over their approaches to the protection of
geographic names as a sign of a product’s reputation and
quality, and their international registration17. 
Despite the defeat of the EU on the administrative as-
pects of the EU Regulation, what is of far greater interest
is how the Panel ruled on the trademark claim.18 The pro-
vision under scrutiny was Article 14(2) of the EU Regula-
tion. The U.S. argued that Article 14(2) of the Regulation
was in breach of Article 16.1 of the TRIPS Agreement19

because, allowing coexistence, does not ensure that a
trademark owner may prevent uses of GIs which would
result in a likelihood of confusion with a prior trademark.
According to the EU, Article 14(2) was justified as a per-
missible, limited exception under Article 17 of TRIPS
Agreement20. This because coexistence falls within the
example of ‘fair use of descriptive terms’ because GIs are
descriptive terms, even where they consist of a non-geo-
graphical name, and their use to indicate the true origin
of goods and the characteristics associated with that ori-
gin is ‘fair’.
The Panel began by the central issue of determining if
Article 14(2) of the Regulation was a limited exception

(within Article 17 TRIPS). The Panel was of the opinion
that the Regulation was limited as regards goods be-
cause only those that satisfied the GI definitions would
qualify. Therefore the exception would operate in limited
circumstances. Similarly rights were curtailed only
against certain third parties (registered GI users) and on-
ly those signs which were the subject of such registra-
tions. The Panel also considered at length whether the
intrusion on the ‘likelihood of confusion’ standard was
limited. Two findings that were influential were the exis-
tence of provisions in the Regulation ensuring that where
the risk of confusion was high, the descriptive use excep-
tion would not apply21 and exclusive rights remaining in-
tact against those who did use the sign but not as a GI, in
situations where confusion was likely. These cumulative
constraints led the Panel to conclude that this was a limit-
ed exception within Article 17 TRIPS.
When considering the legitimate interest of trademark
owners the Panel explicitly stated that coexistence under
Article 14(2) of the Regulation was not ‘fatal to the appli-
cability of Article 17 given that, as a provision permitting
an exception to the exclusive right to prevent uses that
would result in a likelihood of confusion, it presupposes
that a certain degree of likelihood of confusion can be
permitted.’ Furthermore, the Panel confirmed that from
the more than 600 GIs registered (at that time) under the
Regulation over eight years, the complainants were able
to identify only four instances that would result in a likeli-
hood of confusion. Finally the Panel turned to an inter-
pretation of the legitimate interest of third parties. The
Panel agreed with EU that ‘third party’ includes users of
a GI in accordance with its registration and disagreed
with the US that ‘third party interests’ should include
trademark licensees. The Panel also interpreted the
word ‘legitimate’ in connection with third parties in TRIPS
Article 17 and found that the third party interests are ‘le-
gitimate’ under the Regulation because the Regulation
has several conditions with respect to the term ‘geo-
graphical indication’22. 
The Panel concluded that although coexistence was a vio-
lation of Article 16.1 TRIPS, the Regulation contained a

(17) See E. Gambaro, N. Landi, Applicabilità dell’accordo trips alla violazione in atto del diritto di marchio, in Dir. Ind. (Il),
2005, n. 4, p. 355.
(18) The information used in this section draws heavily on Dev Gangjee, Quibbling Siblings: Conflicts between Trademarks and Geo-
graphical Indications, 82 Chicago-Kent Law Review (2007).
(19) Article 16.1 reads: ‘The owner of a registered trademark shall have the exclusive right to prevent all third parties not having the own-
er’s consent form using in the course of trade identical or similar signs for goods or services which are identical or similar to those in re-
spect of which the trademark is registered where such use would result in a likelihood of confusion. In case of the use of an identical
sign for identical goods or services. A likelihood of confusion shall be presumed’.
(20) Article 17 reads: ‘Members may provide limited exceptions to the rights conferred by a trademark, such as fair use of descriptive
terms, provided that such exceptions take account of the legitimate interests of the owner of the trademark and of third parties.’
(21) Such as Articles 7(4) read with 12b(3) and Article 14(3) of Regulation 2081/92.
(22) The Regulation conditions the Panel referenced include the fact that the Regulation restricts the application of  ‘geographical indica-
tion’ to a defined term in Article 2.2, there are additional conditions with respect to product quality, reputation and origin as well as label-
ing and misleading advertising directives.
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limited exception that satisfied the ‘legitimate interest’ pro-
viso, thereby being justified by Article 17 TRIPS.23

The Panel in the WTO case above held that trademarks
and GIs can coexist under the TRIPS Agreement. The dis-
pute also illustrated conflict between these rights on a the-
oretical level.  The worldwide litigation between the Ameri-
can corporation, Anheuser-Busch, and the Czech compa-
ny, Budejovicky Budvar, over the term ‘Budweiser’ provides
a concrete example of conflict on this issue. 
In 1876 Anheuser-Busch began to manufacture beer for an
immigrant from Bohemia. In 1883 Anheuser-Busch ac-
quired the right to use the name ‘Budweiser’. It was An-
heuser’s intention that the American Budweiser be “similar
in quality, color, flavor and taste to the ‘Budweiser’ beer
then being made in Bohemia.”
Anheuser-Busch’s Budweiser beer in the 21st Century has
come to hold 45% of the American beer market and the
brand is the largest selling beer internationally. In 1895, the
Budejovicky Budvar brewery was founded in the town of
Ceske Budejovice, in South Bohemia. The town boasts a
seven hundred year history of brewing beer which is en-
twined with the town’s culture. Budejovicky Budvar started
using the names ‘Budvar’ and ‘Budweiser’ for the compa-
ny’sbeer in 1895. Other breweries also existed in the town
at the time. Over time, Budejovicky Budvar acquired these
other breweries and eventually became the sole producer. 
Disagreements over the exclusive rights to use the trade-
mark of ‘Budweiser’ started when Anheuser-Busch and
Budejovicky Budvar began to export their like-named prod-
ucts. Some 100 legal challenges involving trademarks rights
have since been mounted in over 40 jurisdictions across the
globe in the century-long battle between these two brewers. 
The court judgments delivered so far have resulted in a di-
vision of markets. Anheuser-Busch has been selling ‘Bud-
weiser’ in some 16 countries and ‘Bud’ in another 15 coun-
tries. The company has a dominant market share in North
America and most of South America and Asia. Budejovicky
Budvar has ‘Budweiser’ and ‘Bud’ registered as trademarks
and appellations of origin in 28 European Countries and 37
non-European Countries. Rather exceptionally, however,
both brewers have the right to use ‘Budweiser’ and ‘Bud’ in
the United Kingdom, the second most important global
market for beer to Anheuser-Busch. The litigation in the
United Kingdom (UK) is of interest for the purpose of this
Article because British legislation prior to 1994 allowed for
competitors’ trademarks to coexist and in the most recent
British Budweiser dispute culminating in September of
2011, the ECJ held that the principle of honest coexistence
continues despite recent legislative changes in the UK
which had attempted to remove the principle.
While the Budweiser litigation continued between the com-

panies themselves, at the international level, the 2004
WTO, case discussed above, qualified coexistence as pos-
sible solution. 
Both the EU and the U.S. claimed victory in the WTO dis-
pute. On the one side, the WTO Dispute Settlement Body
(DSB) held that that Anheuser-Busch could continue to use
its “Budweiser” trademark in the EU. This was a success
for the U.S. since they prior registered trademarks enjoy
priority over subsequently registered GIs, which is comply-
ing with their national trademark law. On the other side, the
DSB also found, as explained above, that the EC Regula-
tion 2081/92 complied with the TRIPS agreement and that
coexistence between a trademark and GIs is possible. 

5.- Conclusions

The World Trade Organization Panel issued its report on
March 15, 2005 while the Doha talks began in November
of 2001. One might have expected that the outcome of the
case would set the stage for collaboration during the Doha
round of talks; however, this has not been the case. It does
not look like the Doha Round of negotiations will be con-
cluded in the short term. In any event the uncertainty as to
what aspects of GIs were included in that Round has left  a
series of questions unresolved. It is not easy to predict that
the various interested parties will find a consensus on new
GI norms in the near future.  
The general disagreement on GIs seems to me to be more
theoretical than practical: the coexistence of a trademark
with a later GI has been provided for in both national and
international systems. This can be the basis for a solution
to the ideological conflict between these two types of IPR.
And given that the law is familiar with balancing hard cases
when norms do not always coincide, this approach could
be considered the most reasonable way to design an area
of compromise in the international debate. 
What still needs to be clarified is the path for including the
principle of coexistence in binding norms. In fact, while coex-
istence is endorsed here, it poses its own set of puzzles for
traditional trademark doctrine. It is highly unlikely that the U.S.
would yield to a system that would place the two designations
at an equal stature; however, in accordance with the WTO
and EU position and the growing pressure of U.S. manufac-
turers, it is possible that the protection of GIs could include
the possibility of coexistence. This could set a solid protection
for GIs and would harmonize the international protection of
GIs to a desiderable level for a lot of ‘Old Worlds’ countries.
At present the best alternative seems to be the negotiation
of bilateral GI agreements. The US-EU Wine Agreement of
September 200524 for example, though not addressing all

(23) When the Panel’s report was released both the U.S. and EU claimed partial victory in the result and none of the parties appealed.
The U.S. ‘succeeded’ because the EU implementation of the policy was held to have violated the TRIPS Agreement. The EU ‘succeed-
ed’ because the Panel endorsed the principle of ‘coexistence’ between trademarks and GIs in Article 14.2 of the Regulation.
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the issues of GIs, does indicate a way forward.  The EU
has several such agreements and will no doubt continue
down this path.25

The U.S. could build a similar network through its own poli-
cy of bilateral and regional trade agreements. Relevant are
the words of the EU DG Agriculture: ‘As long as TRIPS
does not offer a satisfactory level of protection for GIs, it is

crucial to achieve a good outcome on GIs in bilateral free
trade agreements (FTAs)’.26 The U.S. and the EU agreed
on 13 February 2013 to push for the launch by the end of
June of negotiations to create an EU-U.S.FTA.  It is clear
that if agriculture is to be included in the negotiations, GIs
will have to be addressed and so will happen for the con-
flicts between GIs and trademarks.

( 24)  P6_TA(2005)0360 EU-US Wine Agreement,  European Par l iament resolut ion on the EU-US wine agreement
<http://www.europarl.europa.eu/document/activities/cont/201004/20100427ATT73600/20100427ATT73600EN.pdf > (Last visited 15
February 2013) 
(25) Since 2008 the EU is pursuing the development of FTAs with many of its key trading partners. These FTA include a chapter on the
protection of GIs. For more information on this topic see O’Connor, Richardson ‘The legal protection of Geographical Indications in the
EU’s Bilateral Trade Agreements: moving beyond TRIPS’
(26) DG AGRI Working Document on international protection of GIs: objectives, outcomes and challenges, 25 June 2012.


